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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to Applicant's arguments and request for 
reconsideration of application 09/740,051 (12/18/00) filed on 02/17/07. 

Please note the Examiner in the case has changed to Sara Chandler. 

Claim Interpretation 

1 . In determining patentability of an invention over the prior art, all claim limitations 
have been considered and interpreted as broadly as their terms reasonably allow. See 
MPEP§2111. 

Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant always has the opportunity to amend the claims during prosecution, 
and broad interpretation by the examiner reduces the possibility that the claim, 
once issued, will be interpreted more broadly than is justified. In re Pruter, 415 
F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). See MPEP § 2111. 

2. All claim limitations have been considered. Additionally, all words in the claims have 
been considered in judging the patentability of the claims against the prior art. See 
MPEP 2106 II C. The following language is interpreted as not further limiting the scope 
of the claimed invention. See MPEP 2106 II C. 

Language in a method claim that states only the intended use or intended result 

(e.g., "for "), but the expression does not result in a manipulative 

difference in the steps of the claim. Language in a system claim that states only the 
intended use or intended result (e.g., "for "), but does not result in a 
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structural difference between the claimed invention and the prior art. In other words, if 
the prior art structure is capable of performing the intended use, then it meets the claim. 

Claim limitations that contain statement(s) such as "if, may, might, can could", as 
optional language. As matter of linguistic precision, optional claim elements do not 
narrow claim limitations, since they can always be omitted. 

Claim limitations that contain statement(s) such as "wherein, wherebf, that fail to 

further define the steps or acts to be performed in method claims or the discrete 

physical structure required of system claims. 

USPTO personnel should begin claim analysis by identifying and evaluating each 
claim limitation. For processes, the claim limitations will define steps or acts to 
be performed. For products, the claim limitations will define discrete physical 
structures or materials. Product claims are claims that are directed to either 
machines, manufactures or compositions of matter. See MPEP § 2106 II C. 



The subject matter of a properly construed claim is defined by the terms that limit 
its scope. It is this subject matter that must be examined. As a general matter, 
the grammar and intended meaning of terms used in a claim will dictate whether 
the language limits the claim scope. Language that suggests or makes optional 
but does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation. The 
following are examples of language that may raise a question as to the limiting 
effect of the language in a claim: 

(A) statements of intended use or field of use, 

(B) "adapted to" or "adapted for" clauses, 

(C) "wherein" clauses, or 

(D) "whereby" clauses. 

See MPEP §2106 IIC. 



3. Independent claims are examined together, since they are not patentable distinct. If 
applicant expressly states on the record that two or more independent and distinct 
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inventions are claimed in a single application, the Examiner may require the applicant to 
elect an invention to which the claims will be restricted. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-17, 19-23 and 25 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 1,12 and 25 recite the limitation "data specific to an entity". What is this? 
Is this a unique identifier? Not all data that describes a specific entity is sufficient to 
identify the entity in a commercial transaction. 

Claims 1,12 and 25 recite the limitation "wherein the electronic data file is in the 
possession of the entity". What does this mean? How is the electronic data file in 
"possession"? Is it embodied in a card or other object owned or carried by the entity? Is 
it only that the file is accessible by the entity? Is the file under the control of the entity? 
Or something else? 

Claims 1 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps and omitting essential structural elements, 
respectively, such omission amounting to a gap between the steps and the elements. 
See MPEP § 2172.01. What leads to the desire to associate the asset with the entity? 
At this point there is a random entity and a random asset. What is the connection? 
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There is nothing linking the asset of third limitation to those assets purchased or owned 
in the first limitation. 

Regarding claim 4, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Claims 5,7 and 8 recite the limitations "electronic file" or "data file". There is 
insufficient antecedent basis for this limitation in the claim. It appears Applicant may be 
referring to "the electronic data file". Please use consistent terminology. 

Claims 10 and 23 recite the limitations "and allows for the reporting and 
manipulation of the same." and "wherein the entity is able to directly modify the entity 
specific data.", respectively. These limitations are not positively recited. That is, there 
is no requirement that they must be done. 

Re Claim 17: What is the "insurance data specific to the entity"? Data that 
describes a specific entity is relevant insurance data. What distinguishes this data from 
the independent claim? 

Claim 19 recites the limitation "and the entering of said data does not depend on 
the entity directly providing said asset specific data." What does this mean? For 
example, if the asset is handed to a clerk and they enter the data is that intended to be 
included or excluded from the claimed invention? 

Dependent claims 2-11, 13-17, 19-23 and 25 are further rejected based on the 
same rationale as the claims from which they depend. 

Claim Rejections - 35 USC §102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-17, 19-23 and 25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Moore, US Pat. No. 6,886,748. 

Re Claims 1-11: Moore discloses a method for electronically registering assets, the 
method comprising: 

providing an electronic data file comprising data specific to an entity that purchases or 
owns assets wherein the electronic data file is in the possession of the entity (Moore, 
Figs. 2-4 and 6-8; abstract, col. 1, line 1+ - col. 2, line 52; col. 3, lines 18-42; col. 3, lines 
53+ - col. 5, line 30; col. 5, lines 63+ - col. 6, line 53; col. 7, lines 1-6; col. 7, lines 27+ - 
col. 10, line 41; col. 10, line 65+ - col. 11, line 12; col. 11, line 40 + - col. 12, line 6; col. 
13, line 25 - col. 14, line 7; col. 14, line 20+ - col. 17, line 24); 

extracting the data specific to an entity from the electronic data file, and entering it into a 
registration database (Moore, Figs. 2-4 and 6-8; abstract, col. 1, line 1+ - col. 2, line 52; 
col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 30; col. 5, lines 63+ - col. 6, line 53; col. 
7, lines 1-6; col. 7, lines 27+ - col. 10, line 41; col. 10, line 65+ - col. 11, line 12; col. 11, 
line 40 + -col. 12, line 6; col. 13, line 25 -col. 14, line 7; col. 14, line 20+ - col. 17, line 
24); 
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entering data specific to an asset into the registration database (Moore, Figs. 2-4 and 6- 
8; abstract, col. 1, line 1+ - col. 2, line 52; col. 3, lines 18-42; col. 3, lines 53+ - col. 5, 
line 30; col. 5, lines 63+ - col. 6, line 53; col. 7, lines 1-6; col. 7, lines 27+ - col. 10, line 
41; col. 10, line 65+ - col. 11, line 12; col. 11, line 40 + - col. 12, line 6; col. 13, line 25 - 
col. 14, line 7; col. 14, line 20+ - col. 17, line 24); and 

associating the data specific to the entity and the data specific to the asset, thereby 
registering the asset for the entity (Moore, Figs. 2-4 and 6-8; abstract, col. 1, line 1+ - 
col. 2, line 52; col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 30; col. 5, lines 63+ - col. 
6, line 53; col. 7, lines 1 -6; col. 7, lines 27+ - col. 1 0, line 41 ; col. 1 0, line 65+ - col. 1 1 , 
line 12; col. 11, line 40 + -col. 12, line 6; col. 13, line 25 -col. 14, line 7; col. 14, line 
20+ -col. 17, line 24). 

Re Claims 12-17 and 19-23: Moore discloses a system for providing automatic 
registration of assets for entities that purchase or own assets, the system comprising: 
means for providing an electronic data file comprising data specific to an entity (Moore, 
Figs. 2-4 and 6-8; abstract, col. 1, line 1+ - col. 2, line 52; col. 3, lines 18-42; col. 3, lines 
53+ - col. 5, line 30; col. 5, lines 63+ - col. 6, line 53; col. 7, lines 1-6; col. 7, lines 27+ - 
col. 1 0, line 41 ; col. 1 0, line 65+ - col. 1 1 , line 12; col. 1 1 , line 40 + - col. 1 2, line 6; col. 
13, line 25 - col. 14, line 7; col. 14, line 20+ - col. 17, line 24); 
means for extracting the data specific to the entity from the electronic data file and 
entering it into a registration database (Moore, Figs. 2-4 and 6-8; abstract, col. 1, line 1 + 
- col. 2, line 52; col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 30; col. 5, lines 63+ - 
col. 6, line 53; col. 7, lines 1 -6; col. 7, lines 27+ - col. 1 G, line 41 ; col. 1 0, line 65+ - col. 
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11, line 12; col. 11, line 40 + - col. 12, line 6; col. 13, line 25 -col. 14, line 7; col. 14, line 
20+ -col. 17, line 24); 

means for entering data specific to an asset purchased or owned by the entity into the 
registration database (Moore, Figs. 2-4 and 6-8; abstract, col. 1, line 1+ - col. 2, line 52; 
col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 30; col. 5, lines 63+ - col. 6, line 53; col. 
7, lines 1-6; col. 7, lines 27+ - col. 10, line 41; col. 10, line 65+ - col. 11, line 12; col. 11, 
line 40 + - col. 12, line 6; col. 13, line 25 - col. 14, line 7; col. 14, line 20+ - col. 17, line 
24); and 

means for associating the data specific to the entity and the data specific to the asset, 
thereby registering the asset for the entity (Moore, Figs. 2-4 and 6-8; abstract, col. 1 , 
line 1+ - col. 2, line 52; col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 30; col. 5, lines 
63+ - col. 6, line 53; col. 7, lines 1-6; col. 7, lines 27+ - col. 10, line 41; col. 10, line 65+ - 
col. 11, line 12; col. 11, line 40 + - col. 12, line 6; col. 13, line 25 -col. 14, line 7; col. 14, 
line 20+ -col. 17, line 24). 

Re Claim 25: Moore discloses a method for automatically registering assets for entities 
that purchase assets, the method comprising: 

electronically extracting data specific to an entity from an electronic data file in 
possession of the entity (Moore, Figs. 2-4 and 6-8; abstract, col. 1, line 1+ - col. 2, line 
52; col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 30; col. 5, lines 63+ - col. 6, line 53; 
col. 7, lines 1-6; col. 7, lines 27+ - col. 10, line 41; col. 10, line 65+ - col. 11, line 12; col. 
11, line 40 + - col. 12, line 6; col. 13, line 25 - col. 14, line 7; col. 14, line 20+ - col. 17, 
line 24); 
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electronically extracting data specific to an asset purchased by the entity (Moore, Figs. 
2-4 and 6-8; abstract, col. 1, line 1+ - col. 2, line 52; col. 3, lines 18-42; col. 3, lines 53+ 
- col. 5, line 30; col. 5, lines 63+ - col. 6, line 53; col. 7, lines 1-6; col. 7, lines 27+ - col. 
10, line 41; col. 10, line 65+ - col. 11, line 12; col. 11, line 40 + - col. 12, line 6; col. 13, 
line 25 - col. 14, line 7; col. 14, line 20+ - col. 17, line 24); 

associating and storing in a registration database the entity specific data and the asset 
Specific data thereby registering the asset for the entity (Moore, Figs. 2-4 and 6-8; 
abstract, col. 1, line 1+ - col. 2, line 52; col. 3, lines 18-42; col. 3, lines 53+ - col. 5, line 
30; col. 5, lines 63+ - col. 6, line 53; col. 7, lines 1-6; col. 7, lines 27+ - col. 10, line 41 ; 
col. 1 0, line 65+ - col. 1 1 , line 12; col. 1 1 , line 40 + - col. 1 2, line 6; col. 1 3, line 25 - col. 
14, line 7; col. 14, line 20+ - col. 17, line 24). 

Response to Arguments 
Applicant's arguments with respect to claims 1-17, 19-23 and 25 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

The following references relate to associating purchaser and product information. 

US Pat. No 's: 

7,158,948 

6,163,693 

6,757,663 
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6,018,719 

US Pub. No.'s: 
2002/0095299 
2002/0026395 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sara Chandler whose telephone number is 571-272- 
1186. The examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SMC 




JAGDISH M. PATEL 
PRIMARY EXAMINER 
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